TH'S OPI NI ON WAS NOT' WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.

Paper No. 45

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Appeal No. 96-1415
Application No. 08/088, 625*

Bef ore CALVERT, FRANKFORT and CRAWFORD, Adni nistrative Patent
Judges.

CALVERT, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of clains 1 to

4, 7, 8, 10, 12, 14, 16, 17, 23 to 25, 33, 41 to 46, 54 to 56,

! Application for patent filed July 1, 1993. According
to appellants, this application is a continuation of
Application 07/780,619 filed Cctober 23, 1991, now abandoned.
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60 to 63 and 66 to 69. The remaining clains in the
application stand wi thdrawn from consi derati on under 37 CFR
1.142(b) as being drawn to nonel ected speci es.

The subject matter in issue concerns a conposite dressing
applicable to a wound, and a nethod of treating a wound using
a conposite dressing. The clains on appeal are as set forth
in the appendi x to appellants’ brief, except that (1) there
are errors in clains 4, 25 and 33, and (2) claim54 does not
contain the additional |anguage added by the amendnent filed
January 17, 1995.

The references applied to the appeal ed clains are:

Glman (G|l mn ‘001) 4, 600, 001 Jul . 15,
1986

Si ns 4,638, 796 Jan.
27, 1987

Glman (Gl mn ‘ 362) 5,106, 362 Apr. 21

1992

(filed Apr. 13, 1989)
An additional reference, of record, applied herein in
rejections pursuant to 37 CFR 1.196(b) is:
Glman (G|l mn ‘510) 5, 056, 510 Cct. 15,

1991
(filed Jan. 5, 1990)
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The clai ns on appeal stand rejected as foll ows?
(1) Clainms 1 to 4, 7, 8, 10, 12, 14, 16, 24, 25, 41 to 45,
54 to 56, 63 and 67, anticipated by Gl man ‘362 under 35
UusS. C
8§ 102(e), or unpatentable over Glman 362 in view of Sins,
under 35 U.S.C. § 103.
(2) Cdains 1to 4, 7, 8, 10, 12, 14, 17, 24, 25, 41 to 43, 54
to 56 and 63, unpatentable over Sins, under 35 U S.C. § 103.
(3) dains 23, 33 and 60 to 62, unpatentable over G| man ‘362
in view of Sinms and Gl nman ‘001, under 35 U.S.C. 8§ 103.
(4) dains 46, 68 and 69, unpatentable under 35 U S.C. 8§ 103
over Glman ‘362 alone, or in view of Sins3.

We have fully considered the record in |light of the

argunents presented in appellants’ brief and reply brief, and

2 In an Advisory Action dated February 23, 1995 (Paper
No. 30), the exam ner stated that the anendnent (response)
filed January 17, 1995, overcane a rejection of claim54 under
35 U.S.C. 8§ 112, second paragraph. Also, in a letter dated
Novenber 27, 1995 (Paper No. 39), the exam ner indicated that
in view of the term nal disclainer filed June 22, 1995, a
doubl e patenting rejection of clains 1 to 4, 7, 8, 12, 16, 17,
23 to 25, 33, 41, 42, 54, 55 and 60 to 63 was w t hdrawn.

8 This was a new ground of rejection made in the
exam ner’ s answer.
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in the exam ner’s answer. As a result, we conclude that none
of the rejections will be sustained, but that sone of the
appeal ed cl ai ms should be rejected pursuant to 37 CFR
1.196(b). Qur reasons for these conclusions are discussed
under separate headi ngs bel ow.

Rej ection (1)

In explaining this rejection, the exam ner stated that he
consi dered the dressing conponent [sic: bottom of the contact
conmponent 12] of G lman ‘362 to be “continuously planar,” as
cl ai med, notw thstandi ng the presence of one or nore holes 22
therein, but alternatively, that it would have been obvious to
utilize instead a perneable material such as disclosed by
Sinms’ barrier 20. In response to appellants’ argunent that
G Il man’ s dressing conponent and contact conponent are not
“rel easably attached directly to each other,” as recited in
claims 1, 43 and 54, the examner noted Glman’s Figs. 7 and
10 to 12, in which dressing conmponent 44 is directly attached
to contact conponent 12 (Fig. 7) or absorbent layer 76 is
rel easably secured over vent sheet 68 (Figs. 10 to 12).
Appel l ants argue in their reply brief that neither of these
enbodi nents teaches a rel easable, direct attachment.

4



Appeal No. 96-1415
Application No. 08/088, 625

We do not consider this rejection to be well taken.
While the Fig. 7 enbodiment of G|l man ‘ 362 does di scl ose the
di rect attachment of dressing conponent 44 to contact
conponent 12 by adhesive 46, there is no disclosure that such
attachnment is releasable (see col. 4, lines 7 to 10), nor is
it inherent that it would be. As for Glman’s Figs. 10 to 12
enbodi nent, the dressing conponent 76 is disclosed as being
“rel easably secured in place over the second vent sheet 68"
(col. 5, lines 43 to 44), but there is no disclosure that it
is directly attached to the vent sheet 68 or either of the
other two parts 28, 84 of the contact conponent; in al
probability, it would be secured to the patient by adhesive
tape 32, as shown in Fig. 2. Absent an express or inherent
di scl osure of the clained rel easable direct attachnent, clains
1, 43 and 54, and the clains dependent thereon, are not

anticipated. See In re Schrieber, 128 F.3d 1473, 1477, 44

UsSPQ2d 1429, 1431 (Fed. Cir. 1997) (claimnot anticipated
unl ess prior art reference discloses every limtation, either
explicitly or inherently). As for clains 66 and 67, there is
no disclosure in Glman ‘362 of placing a second conposite
dressi ng over a wound over which a first contact conponent is
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hel d (claim66), nor of placing a separated second dressing
conponent over a first contact conponent remaining on the
wound (claim67). Thus, these clains are |ikew se not
anti ci pat ed.

The Sins reference does not supply the noted deficiencies
of Glman 362, and therefore the rejection under 8 103 is
al so not sust ai nabl e.

Rej ection (2)

W are at sonewhat of a |oss to understand the basis of
this rejection. The exam ner acknow edges at page 7 of the
answer that Sins’ barrier (contact conmponent) 20 “may not be
directly attached to [the] absorbent |ayer as woul d be
required to neet the present clains,” but still appears to be
of the opinion that such a nodification of Sins would have
been obvi ous, notw thstanding the |ack of a secondary
ref erence or other evidence thereof. On page 15 of the
answer, the examner refers to Sins’ Fig. 3 and col. 3, lines
41 to 44, which state that a bandage (dressing conponent) 24
may be fixed to barrier 20 by a suitabl e adhesive bandage, but
this is not a disclosure of direct attachnment. There nust be
a factual basis to support a conclusion of obviousness. 1n re
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Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968). Lacking evidence of

obvi ousness, the rejection will not be sustained.

Rej ecti on (3)

The G lman ‘001 patent, cited as an additional reference
in this rejection, does not supply the deficiencies noted
above with regard to rejection (1). Therefore, this rejection
I S not sustainabl e.

Rej ection (4)

The clains to which this rejection applies, 46, 68 and
69, are dependent on clains 43, 66 and 67, respectively.
Since we have, wth regard to rejection (1), not sustained the
rejection of those parent clains on the sane references as
applied herein, we likewise will not sustain rejection (4).

Rej ecti ons Pursuant to 37 CFR 1.196(b)

(1) Clains 1 to 4, 7, 16, 17, 24, 25 and 41 to 43 are
rejected under 35 U. S.C. 8§ 102(e) as anticipated by G I man
“*510. Figure 3 of this reference shows a conposite dressing,
descri bed as being a nodification of the dressing shown in
Figs. 1 to 3 of the application which issued as G| man * 362,
conprising a generally planar contact conponent 102, 104 with
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a continuously planar bottom side and a dressing (cover)
conponent 106,126 directly attached to sheet 102 by a

rel easabl e seal, such as pressure-sensitive adhesive, to
permt replacenent of the cover conponent w thout renoving the
dressing (col. 5, lines 22 to 26; see also col. 4, lines 11 to
20). Wth regard to clains 4 and 7, which recite that the
contact conponent is “configured” to permt placenent of
fasteners (claim4), or to permt application of pressure
(claim7), it appears that any sheet, such as 102 of G| man
woul d be “configured” to permt such actions, whether they
were performed or not.

(i) Claim23 is rejected as unpatentable over G I nman
510 in view of Glman *362. An inportant goal of Gl man ‘510
is to avoid renoval of the dressing fromthe skin of the
patient until healing is conpleted (see col. 7, lines 18 to
23), and G lman ‘362 discloses that using a transparent sheet
all ows inspection of the wound wi thout renoving the dressing
fromthe skin (col. 6, Iines 12 to 16). In view of this
teaching, it would have been obvious to nmake the contact
conponent of Gl nman ‘510 of transparent nmateri al

(i) Claim33 is rejected under 35 U.S.C. 8§ 103 as
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unpat entable over Glman ‘510 in view of GIlnman ‘001. To
enpl oy heat |lam nation as the particul ar nmeans of rel easably
attaching the Gl man ‘510 contact and dressing conponents
woul d be an obvious matter of design in selecting a particul ar
known nmeans of rel easably attachi ng dressing conponents, as

di scl osed by G|l nman ‘001

(iv) Claim46 is rejected under 35 U.S.C. §8 103 as
unpat entable over Gl man *510. |In renoving the cover
conmponent 106 of G lman in order to replace it, once a corner
of the cover sheet 126 was separated fromthe top surface 114
of sheet 102, it would have been obvious to hold down the
sheet 102 with one or nore fingers while separating the rest
of sheet 126 therefrom to insure that sheet 102 renuai ned
attached to the patient’s skin.

(v) Claim45 is rejected for failing to conply with 35
US C 8§ 112, second paragraph. Parent claim43 recites in
its last two lines that the contact conponent renains in place
over the wound, but claim45 recites “if said first contact
conmponent remai ns on the wound” (enphasis added). This
recitation in claim45 is inconsistent wwth claim43 in that
it inplies that the contact conponent may not be on the wound,
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while claim43 recites that it is. As aresult of this

I nconsi stency, claim45 is indefinite because its scope is not
cl ear.

Concl usi on

The exam ner’s decision to reject the appeal ed cl ai ns
under 35 U.S.C. § 102(e) and/or 8 103 is reversed. Cains 1
to 4, 7, 16, 17, 23 to 25, 33, 41 to 43 and 46 are rejected
pursuant to 37 CFR 1.196(b).

Thi s deci si on contai ns new grounds of rejection pursuant
to 37 CFR 8 1.196(b) (anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
8§ 1.196(b) provides that, “A new ground of rejection shall not
be consi dered final for purposes of judicial review”

37 CFR 8 1.196(b) al so provides that the appell ants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new

grounds of rejection to avoid term nation of proceedi ngs
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(8 1.197(c)) as to the rejected clains:

(1) Submt an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the nmatter
reconsi dered by the exam ner, in which event the
application will be renmanded to the exam ner.

(2) Request that the application be reheard

under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .

No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR

§ 1.136(a).

REVERSED, 1.196(b)

| AN A, CALVERT )
Adm ni strative Patent Judge)
)
g
CHARLES E. FRANKFORT ) BOARD OF PATENT
Adm ni strative Patent Judge) APPEALS AND
) | NTERFERENCES
)
)
MURRI EL E. CRAWORD )

Adm ni strative Patent Judge)
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Wesl ey T. Noah

Ri chard, Medl ock & Andrews
4500 Rennai ssance Tower
Dal |l as, TX 75270-2197

12



